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REMARKS/ARGUMENTS 

Claims 1-9 and 11-20 remain in the application. 

Claims 10 and 21-41 were previously withdrawn from consideration. 

35 USC §112. REJECTION, FIRST PARAGRAPH 

Claims 1-9 and 11-20 stand rejected under 35 USC §112 first paragraph as 
failing to comply with the enablement requirement. 

The Applicant respectfully traverses the 35 USC §112 rejection of claims 1-9 and 

11-20. 

Independent claims 1 and 1 1 recite, inter alia, a composite structure having a 
foam substrate with latex layer disposed on the substrate. The Office Action indicates 
that the claims are incomplete by failing to include the curing limitation in the claims 
based on several passages taken out of context from the specification. As set forth in 
the previous response to the Office Action dated April 1 1 , 2006, which is incorporated 
herein by reference, the specification makes clear that the curing step is part of one 
aspect of one embodiment of the present invention, and that another aspect of another 
embodiment of the present invention includes making the composite structure and the 
composite structure prior to any curing step. As set forth in the Response to the Office 
Action dated April 11, 2006, the concept is clearly described in the specification, for 
example, at paragraphs 0024, 0030, and 0038. 

The Office Action relies on In re Mayhew, 527 F.2d 1229, 188 U.S. P.O. 356 
(C.C.P.A.1976) to support the rejection. However, Mayhew does not support the 
rejection. Specifically, in Mayhew, 188 U.S.P.Q. at 358, the applicant asserted that his 



-2- 



US Serial No. 10/684,247 
Response dated December 1 3, 2006 
Reply to Office Action mailed June 13, 2006 



Attorney Docket No. LMI.00006US 



specification was enabling with regard to the formation of a desired alloy coating with or 
without employment of a cooling zone or without specifically locating it. 

However, the specification included the recitation, "This is practicable because 
the special cooling apparatus, specially located." Thus, the specification made it clear 
that a specifically located cooling apparatus was required to carry out the invention. 

In contradistinction, the claimed invention is specifically enabled. That is, the 
specification fully supports the claim language. As set forth in paragraph 0038, for 
example, of the specification, the uncured product is fully enabled by, at least, this 
paragraph. The paragraph fully states that the drying or curing of the material can be 
accomplished after the original product is made. The fact that the present specification 
enables the claim, plainly differentiates the present situation from the one in Mayhew. 

The Office Action requires a final commercial product be claimed in order to be 
enabled. But, commercial finality is not a required for a claim. See, e.g., Abbot Labs v. 
Baxter Pharamaceuticals Prods, Inc., 80 U.SP.Q.2d 1860, 1864 (Fed.Cir.2006). Thus, 
as set forth in claim 1 , one embodiment as described in the specification. 

Thus, unlike the Mayhew case, the invention set forth in claim 1 is fully supported 
by the specification and is enabled. Another embodiment of the invention, i.e., a cured 
embodiment is set forth in claim 10. 

Further, this makes sense. The Examiner issued an earlier restriction 
requirement in this case, specifically requiring restriction of the claim drawn to the cured 
latex embodiment. The restriction requirement notes that there are two separate and 
distinct inventions claimed in claims 1-9 and 11-19 and in claims 10 and 20. Applicant 
traversed the restriction requirement. Nonetheless, the restriction requirement indicates 
that the inventions in groups I and II are mutually exclusive. As the restriction 
requirement points out, at page 2, il [Y]he intermediate product is deemed to be useful as 
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paint roller brush..." The basis for the restriction requirement is flatly at odds with the 
§112 rejection contained in the present Office Action. The present Office Action states 
that it is necessary that the article be useable as a "fruit and vegetable sponge drying 
donuts." But, as set forth in the restriction requirement as forming and, as indeed 
forming, the basis for the restriction requirement, the intermediate product claimed in 
claims 1 and 1 1 is useful for more than one end product. The rationale of the restriction 
requirement plainly conflicts with the rationale of the current rejection. Either the 
restriction requirement must be withdrawn as incorrect or the present rejection cannot 
stand. The only question posed in the Office Action is whether the invention set forth in 
claims 1 and 1 1 is enabled by the specification. Here, plainly the specification supports 
the claimed inventions. The inventions are specifically recognized in the restriction 
requirement. 

Accordingly, it is respectfully submitted that the rejection based on 35 U.S.C. 
§112 cannot stand. 

CONCLUSION 

In view of the foregoing, the Applicant respectfully requests reconsideration and 
reexamination of the Application. The Applicant respectfully submits that each item 
raised by the Examiner in the Office Action of June 13, 2006 has been successfully 
traversed, overcome or rendered moot by this response. The Applicant respectfully 
submits that each of the claims in this Application is in condition for allowance and such 
allowance is earnestly solicited. 

In the interest of expediting the prosecution of the instant application, the 
Examiner is invited to telephone Applicant's undersigned counsel at 248-364-4300, if 
any unresolved matters remain. Any needed extension of time is hereby requested with 
the filing of this document. The Commissioner is authorized to charge any fees or any 
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additional fees that may be required, or credit any overpayment to Deposit Account No. 
50-1612 (Warn Hoffmann Miller & LaLone). A duplicate copy of this sheet is enclosed. 
The undersigned is an attorney of record. 



Respectfully submitted, 




Warn Hoffmann Miller & LaLone PC 
PO Box 70098 

Rochester Hills, Michigan 48307 



RICHARD W. HOFFMANN 
Registration No. 33,71 1 
Telephone: 248-364-4300 



Dated: December 13, 2006 
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